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RE^ilARKS 



Claiir.s 1-72 are pendiog in theiyresent application. Claims 21, 26, 30, 33, 36, and 67 
have been amended. Claims 73-75 hav(t been edded, leaving Claims 1-75 for consideration upon 
entry of the present Amendment The Specification has been amended to coirect certain 
typographica errors, as explained in detail bekw. Support for new Claims 73-75 can at least be 
found in paragraph 59. No new matter has been introduced by these new claims or these 
amendments. Reconsideration and allowance rrf the claims is respectfully requested in view of 
the above amendments and the following remarks. 

Claim Reject ions Under 35 U.S,C. S 1 1 2. First; Paragraph 

Claims 1-72 stand rejected under 35 U.S.C, § 112, jgrst paragraph, as containing subject 
matter winch was not described in the specification in such a way as to reasonably convey to one 
skilled in relevant art that the inventors , at the tixne the applications was filed, had possession of 
the claimed Livention, Applicants resp<sctiuUy traverse this rejection. 

As concerns the breadth of a claim relevant to enablement, the only relevant concern 
should be whether the scope of the enablement provided to one skilled in the art by the disclosure 
is commensurate in scope of protection sougjitjby the claims. In re Moore^ 439 F.2d 1232, 1236, 
169 USPQ 236, 239 (CCPA 1971). Moreover. 

"[A] claim pi eamble has the import that the chum as a ^ole suggests for it." Bell 
Commimications Research, Inc. v. Vitc^'ink Communications Corp., 55 F.3d 615, 620, 34 
USPQ2d 1816, 1820 (Fed. Cir. 1995). '^If the claim preamble, when read in the context of the 
entire claim, recites limitations of the caim, oi' if the claim preamble is ^necessary to give hfe, 
meaning, and vitality' to the claim preamble sliould be construed as if in the balance of the 
claim " Pitmy Bowes, Inc. v. Hewlett-Packard Co,, 182 F.3d 1298, 1305, 51 USPQ2d 1161, 
1165-66 (Fee. Cir. 1999). 

Applicants' submit that the preamble not "necessary to give life, meaning, and vitahty" 
to the claim. The Office Action recominendatiion to change "A data storage media" to "A data 
storage disk" suggests that the preamble is beijig used as limitation in the claims. Moreover, 
Applicants* respectfully submit that support that the scope of protection being sought by 
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Applicants', i.e., Applicants' claimed invention, is commensxirate with an enabling disclosure 
can be found at least at pages 3-4, parajp^h 1 1-12, and pages 6-7 paragrs5>h 32. 

Appli cants further note that the main nfercnce cited by the Examiner in the present 
Office Action (U.S. Patent No. 5,538,774 to Limdin et al.) claims a **rotatable storage article" and 
not a "disk", while US Patent No. 6,43:1,964 Bl to Chang claims "a method for making a high 
density recording medium . . Further evideiace of tiiese claims meetir^g the requirements of 35 
use § 1 12 are provided inU^S, Patent No. 6,^44.667 to Hosoe et al. and U.S. Patent No. 
6,492,035 to Yamaguchi et al., both of which were exaraiaed and allowed by Examiner Bematz. 
Hosoe et al. (-laim a '"magnetic recordir g medium . . while Yamaguchi et al. claim a 
"magnetO'Opdcal recording medium . . Those are all commonly understood terms of art as 
acknowledged by the Examiner by allowg Hosoe et ah and Yamaguchi et al. to issue. Storage 
media, storage article, recording mediuoi, datastorage medium, and the like, are terms clearly 
understood by those skilled in the art, TherefoTe, the scope of enablement provided by the claims 
would be cleiirly understood by one skilled in ihe art. Accordingly, the rejection of Claims 1-72 
under 35 U.S.C. §1 12^ first paragraph is improper. Reconsideration and withdrawal of this 
rejection is requested. 

Claim Rejections Under 35 U,S,C. § 1 1 2. Second Paragraph 

Claims 1-11, 28 -38, 51-55, 71, and 77\ stand rejected under 35 U.S.C. § 112, second 
paragraph, as being indefinite for failing to paiticularly point out and distinctly claim the subject 
matter which applicant regards as the inventioji. In particular, the OfSce Action states that *'less 
than abouf * is indefinite barring a shov^ing in ihe specification as to what values around the 
endpoint are envisioned to be encompassed by the word "about" 

As is well settled in the case la\/, the tcirm "about" is conventionally used in applications. 
Applicants \/ould like to porat, for examples, to the references cited by the Examiner U*S. 
Patent No. 5,538,774 claims "about 0X2 mm" » " a storage modulus of about 6.9x10'* to about 
1.4x10^ Pascals", as well as "at least about 5%., (Claims 2, 7, and 23, respectively); U.S. 
Patent No. 6,027,801 claims "about 10 nm. . and U.S. Patent No. 5,741,403 claims "at least 
about 90 pen;ent. , "less than about 1 00 A Ea", "less than, about 1 .45", and "less than about 25 
A Ra" (Clairis 1, 2, and 3, respectivel)). As can be seen fi-om this small sampling of U.S. 
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Patents, the Umguage "about", "less thaai about " and the like, are conventional and arc understood 
by those of ordinaiy skill in the art. Re^jonsidetation and withdrawal of this rejection are 
requested. 

With regard to Claim 34, AppUi:ants* have amended Claim 30 to coirect the informality 
noted in the Office Action. Antecedent basis for this amendment can be found at least at page 9, 
paragraph 35 of the disclosure. Accordingly, r sconsideration and withdrawal of this rejection are 
requested. 

Claim Obieclions 

Apphcants* have amended Claim 21, 33, and 36 to correct the informality noted in the 
OflBce Actioi\, i.e., the claim depending: on itse^lf. 

Applicants' have amended Clains 26 snd 67 to correct the informahty noted in the Office 
Action, and to better claim Applicants' inventit)n. Antecedent basis for the amendment can at 
least be found at page 6, paragraph 31 <»f the disclosure. 

Claim Rejections tJTider 35 U.S.C. 6 l(i3fa) 

Claims 1-27. 30-53, and 56-70 stand rejected under 35 U.S.C. § 103(a), as allegedly 
unpatentable over U.S. Patent No. 5,538,774 to Landin et al. Applicants respectfully traverse 
this rejection. 

Appy cants' independent Claims 1 and 30 disclose a substrate comprising, inter alia, a 
plastic portion, a surface roughness of less thaa about 10 A, and an axial displaced peak of less 
than about 500 |i under shock or vibration excitation. Further, Applicants' independent Claim 56 
is directed to a data storage media, comprising:: a substrate comprising at least one plastic resin 
portion and a core, wherein the core fu3lher comprises a varied thickness; and at least one data 
layer disposed on the substrate. 

Landin et al. is directed to a method for internally dairjping a rotatable storage article, 
which is subject to resonant vibration ( Abstra^:t). As correctly stated in tiie Office Action, this 
reference fails to disclose a surface roughness c>f less than about 10 A as claimed by Applicants' 
in independent Claims 1 and 30. 
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For a]i obvioxisness rejection to be propter, tbe Examiner must meet the burden of 
establishing u prima facie case of obvic'usness:^ i.e., that all elements of the invention are 
disclosed in ibe prior art; that the prior art relied \ipon, coupled with knowledge generally 
available in the art at the time of the in^'ention.= contain some suggestion or incentive that would 
have motivated the skilled artisan to modify a reference or combined references; and that the 
proposed modification of the prior art 1: ad a reiasonable expectation of success, determined from 
the vantage point of the skilled artisan at the titne the invention was made. In re Fine^ 5 
U.S,P.Q.2d 1596, 1598 (Fed. Cir. 1988); InM Wilson, 165 U.S.P.Q. 494, 496 (C.CPA. 1970); 
Amgen v. Chugai Pharmaceuticals Co. . 921 U;S.P.Q.2d, 1016, 1023 (Fed. Cir. 1996). Since the 
above cited reference does not disclose all the elements of the Applicants' claimed invention^ the 
Office Action must show some suggestion or incentive that would have motivated a skilled 
artisan to modify the reference. The above cited reference does not t^ch or suggest a surface 
roughness of less than, about 10 A. As such, ttte obviousness rejection is improper. 

Further, "[i]t is impennissible to use the claimed invention as an instruction manual or 
'template* to piece together the teachings of the prior art so that the claimed invention is rendered 
obvious." In re Fritch 23 U.S,P.Q.2d 1 780, 1''84 (Fed- Cir. 1992). The Office Action thus 
cannot base ii determination of obviousaess ov> what the skilled person in the art might try or find 
obvious to tr/. Rather, the proper test i equirei: detennijiing what the prior art would have led the 
skilled person to do, with a reasonable expectation of success. The Examiner admits that Landin 
et al. fail to t^ach applicant's claimed limitations of surface roughness. Since the above cited 
reference fails to teach or suggest with the expectation of success, a substrate comprising, inter 
alia^ a surface roughness of less than a]>out 10^ A, the obviousness rejection is improper. 

It is DOted that the Examiner relies upon inherency to allegedly show the features of edge- 
lift height, and axial displacement peak . The lixaminer goes on to state that "even in the instance 
that the claimed limitations of *an edge -lift heiight' and 'an axial displacement peak' would not 
have necessarily been present. . . it would haveibeen obvious to one having ordinary skill in the 
art to have minimized the cause effective variables such as *an edge-lift height' and 'an axial 
displacement peak' to values meeting spplicarits' claimed limitations through routine 
experimentation. . Additionally, wh»3re the Examiner does not rely upon inherency he makes 
the general siatement that "it would have been: obvious, . without providing support for this 
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position. Applicants contend that, at the time tlie application was filed, a storage media 



comprising a substrate comprising a phytic por^on to have the parameters claimed by 
Applicants, iDicluding the roughness, edge-lift height, and axial displacraient peak, was not 
obvious. Merely because, in hindsight, a particular property may be desirable, does not render 
that property inherent or even obvious. For example, every tire manufacturer may want a tire that 
has stopping traction on ice yet can be used efficiently on a dry roai However, the actual tire 
that is c^abl s of such properti^ is neil her inherent or obvious in view of the current tbe 
technology; desirable, yes, but not obvious. 

It must additionally be noted, as is clearly set forth in In re Shetty^ even that which is 
inherent in the prior art, if not known at the time of the invention, cannot form a proper basis for 
rejecting the claimed invention as obvious under §103. In re Shetty^ 566 F.2d 81,86, 195 
U.S.P.Q. 753, 756-57 (C.C.P.A- 1977), Inherency "is quite immaterial if. . . one of ordinary skill 
in the art would not qjprcciatc or recognize thfi inherent result" In re Rijckaert^ 9 F.3d 153 1 , 
1533, 28 U.S.P.Q.2d 1955, 1957 (Fed CSr. 19^^3). In other words, the use of inherency to reject a 
claim as obvious is not proper, Reconsideraticin and withdrawal of this rejection is respectfully 
requested. 

Additionally, even if the rejection was proper, the Examiner has still failed to establish a 
prima facie case of obviousness. A "feature is^ inherent if it naturally occurs under the conditions 
set forth in the reference.,," Consolidated Aluminum Corp. v, Foseco International Ltd., 10 
USPQ2d 1 143, 1 165 (N,D, 111. 1988). -nherency may not be estabhshed by probabilities or 
possibilities. The mere feet that a certain thinjj may result fiom a given set of circxirastances is 
not sufSSciOTl. Continental Can Co, v. Monsamo, 948 F.2d 1264, 1269 (Fed, Cir. 1991). The 
fact that a ceitain result or characteristio may c'ccur or be present in.the prior art is not sufficient 
to establish tlie inherency of that result or characteristic. In reRijckaerty 9 F,3d 1531, 1534, 28 
USPQ2d 1955, 1957 (Fed, Cir. 1993) {^eyened rejection because inherency was based on y^hat 
woiJd result due to optimization of conditions/ not what was necessarily present in the prior art); 
In re Oelrich, 666 F.2d 578, 581-82, 212 USFQ 323, 326 (CCPA 1981); emphasis added. 'To 
establish inhf^rency, the extrinsic evidejice 'miiSt make clear that the missing descriptive matter is 
necessarily present in the thing describirf in ths reference, and that it would be so recognized by 
persons of ordinary skill. Inherency, however; may not be estabhshed by probabihties or 
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possibilities* The mere fact that a certain thing may result ftom a given set of circumstances is 
not sufficient/" In re Robertson, 169 F 3d 743, 745, 49 USPQ2d 1949, 1950^51 (Fed. Cir. 1999). 
Furthermore, *Hn relying upon the theory of inherency, the examiner must provide a basis in fact 
and/or technical reasoning to reasonably supped the determination that the allegedly inherent 
characteristic necessarily flows from th3 teachiings of the applied prior art*' Ex parte Levy, 1 7 
USPQ2d 1461, 1464 (Bd. Pat. App. & inter! l!390)" MPEP 21 12. 

A basis in fact and/or technical reasonkig that reasonably supports the determination that 
the allegedly inherent characteristic nec essariW flows from the teachings of the apphed prior art 
has not been supphed. A mere allegatiim that che property is present because the products are 
allegedly substantially identical in structure (stte Paper 10, page 8) does not constitute a *1>asis in 
fact and/or technical reasoning". As is clearly ievident from the amount of art in this field, from 
the huge advances in storage edacity, (juality^iand media longevity in the storage media industry 
in the last 25 years, unless a feature is specifie^J, it cannot be consid^ed inherent. For example, 
merely because a group of media have :>ubstrates, data layers, reflective layers, dielectric layers, 
and protective layers in no way means ihat the^media are **identical in structure". The 
composition, location, geometry, size, iind maimer of forming the various layers and substrate 
can all be factors in rendering all of the mediasubstantially different from one another. The 
industry has advanced from floppy discs to hajid discs* from records, cassettes and the like to 
CD*s, laser discs, and DVD's. Slight changesin a CD, B.g., reading from the surface of the disc 
instead of through the disc, enabled a s: gnificant increase in storage edacity. Adjustment of the 
wavelength cf the read laser and/or the reflectivity of the reflective layer enabled the use of two 
data layers, essentially doubling storagtt capaciity. There are numerous papers and patents about 
how to put th.e data layers on the discs, e.g., photoresists. Patents discuss how to reduce 
birefringence, improve readability and reprodvicibility. Many of these patents focus on changes 
that, in hindsight, may appear insignifit:ant bu<! which were substantial and have advanced the 
technology to where DVD's are becoming as ooumion as VCR's in average homes. Advances 
and inventions must be considered at tlie time of the invention, not in hindsight. Particularly in 
this field, a period of as little as one ye;u" can tring a substantial chai^ge in the industry. What 
was impossible, even unthinkable, one year is commonplace a year later. 
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Applicants have identified seveial characteristics, including axial displacement, 
roughness, ecge-Uft tilt, mechanical dai aping coefficient, moment of inertia, specific gravity, 
resonant fi^q aency, first modal fi^quen:y, andlthe like, which enables fiuther advancement of the 
storage media technology. The references of record, alone and in combination, fail to teach or 
suggest the significance or presence of ihese features. Even if the understanding of the industry 
of these, and other features, has change! since the time of the present invention, such change 
does not effeot the patentability of the present application; patentability is determined at the time 
of the presern application, not in hindsight fi:oiti the teachings of the present application or fi-om 
the general desires of the technology or industiy today. In other words, merely because a feature 
or characteristic may appear desirable t<>day dees not mean or even suggest that is was desirable, 
understood, considered, or inherent at tie time of the present application. For example, there is 
no reason or teaching of a specific reso)iant firciquency, or of a first modal frequency of greater 
than an operating firequency, or modal irequen'5(ies) of less than an operating frequency, and the 
Examiner fails to provide any reason why sucli elements would be obvious based upon the prior 
art. 

Furthermore, regarding iodependent Claim 30, the Examiner stated that *fhe claimed 
areal recording density is a fimction of 'he track width, track density and spatial location of the 
head relative to the medium, and is not a proptxty solely of the media, per se, and therfore has 
been give Uttle weight in determining tlie patentability since it is an intended-use hmitation." 
(Paper 10, page 9). Applicants r^pectiully duiagree. As is taugjit throughout the present 
application, iiieal density is a fimction of various properties and combinations of those properties* 
For example, that is why a much great^^r storage density is obtained on a compact disc versus a 
floppy disk. The properties are different enabling a different density. Applicants contend that 
the storage densities do add patentable subject-matter. 

Considering that the claimed propertier> are not inherent and that the reference fails to 
teach or suggest all of the elements of the pressntly claimed invention, Landin et al. fail to render 
the present claims obvious, Furthemiore, coniddering that, in accordance with the case law set 
forth in In re Shetty, inherency cannot be emp}oyed to reject a case under 35 U.S.C. §103, the 
present clain is are not obvious in view of Landin et al., and the rejection is improper. 
Reconsideralion and withdrawal of the reaction is requested. It is further noted that, as 
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dependent cLiims from an allowable indepcndtmt claims. Claims 2-27, 31-53, and 57-70 are, by 
definition, also allowable. 

Claims 1-14, 17, 18, 20,21,24-26, 30-39,42, 43,45, 46. and 49-53 stand rejected under 
35 U.S.C. § ] 03(a), as allegedly unpateatable over JP-02-096921 A (JP '921; abstract only). 
Applicants respectfully traverse this rejection* 

The abstract to JP '92 1 is directed to a substrate formed of plastics or composite materials 
composed of plastic and ceramic layers laminated alternately, a non-magnetic ground layer, a 
magnetic layer and a protective lubricaiing lay?r (Abstract). As correctiy stated in the Office 
Action, this reference fails to disclose a surface? roughness of less than about 10 A as claimed by 
i^^plicants* ia independent Claims 1 ar.d 30, 'CMs abstract further fails to teach or suggest any of 
the other claimed elements of the preseat application, including edge lift, axial displacement, 
mechanical damping coefficient, core properti<ss (geometry, size, material), modal frequencies, 
and many others. 

As dicicussed above, for an obviousnes^s rejection to be proper, the Examiner must meet 
the burden oi' establishing a prima facie case of obviousness. Since the above cited reference 
does not disclose all the elements of tibwj Appli^^ants' claimed invention, the Office Action must 
show some suggestion or incentive thai would^have motivated a skilled artisan to modify the 
reference. Die above cited reference does not leach or suggest a surface roughness of less than 
about 10 A, or many other claimed features, 'l^erefore, the Examiner has not established a prima 
facie case of obviousness. As such, the obvioi'isness rejection is improper- 
Further, the Office Action cannot base a determination of obviousness on what the skilled 
person in the art might try or find obvic>us to tiy. Rather, the proper test requires deteimiiung 
what the prior art would have led the sldlled person to do, with a reasonable expectation of 
success. The Examiner admits that JP '921 fails to teach applicant's claimed limitations of 
surface rougimess. Since the above citjd reference feils to teach or suggest with the expectation 
of success, a substrate comprising, inte*' alia^ <i surface roughness of less than about 10 A, the 
obviousness rejection is improper. 

It is noted that the Examiner xe)i^ upou inherency to allegedly show the features of edge- 
lift height and axial displacement peak The Examiner goes on to state that "even in the instance 
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that the claiir ed limitations of *an edg& lift hei>ght' and 'an axial displacement peak' would not 
have necessaiily been present- . . it would have been obvious to one having ordinary skill in the 



displacement peak' to values meeting apphcants' claimed limitations through routine 
experimentatLon. . Additionally, where the Kxaminer does not rely upon inherency he makes 
the general statement that "it would ha^ e beeniobvious.. without providing support for this 
position. Applicants contend that, at the time Hie application was filed, a storage media 
comprising a substrate comprising a pliistic po tion to have the parameters claimed by 
Applicants, iicluding the roughness, edge-lift lieight, axial displacement peak, and the like, was 
not obvious. Furthermore, Applicants ilirect tJte Examiner's attention to the above cited case 
law, inhormcy cannot form a proper basis for j^iejectiag the claimed invention as obvious under 
§ 103, In other words, the use of inherency to i^eject a claim as obvious is not proper* 
Reconsideration and withdrawal of this rejectiibn is respectfully requested 

Additionally, even if the rejection was proper, the Examiner has still failed to estabHsh a 
prima facie case of obviousness. Ref^ring to die above cited case law, a ^feature is inherent if it 
naturally occurs under the conditions siX forth in the reference*.." The mere fact that a certain 
thing may result from a given set of dniumstaiices is not sufficient. 

A basis in fact and/or technical reasoning that reasonably supports the determination that 
the allegedly inherent characteristic necessarily flows ftom the teachings of the applied prior art 
has not been supplied. A mere allegatiim that the property is present because the products are 
allegedly substantially identical in struc ture (8<^e P^er 10, page 14) does not constitute a **basis 
in fact and/oi technical reasoning*" For at leasit the reasons mentioned in the above arguments 
made against the Landin art, media are not "identical in structure" merely because the media 
have substrates, data layers, reflective layers, cdelectric layers, and protective layers. For 
example, the composition, location, get )metry,! size, and manner of fomiing the various layers and 
substrate can all be factors in renderiixg various media substantially different from one another. 
In short, as is clearly evident from the i mount of art in this field, and from the huge advances in 
storage capacity, quahty, and media longevity in the storage media industry in the last 25 years, 
unless a feature is specified, it cannot be considered inherent. 



art to have minimized the cause effective variables such as *an edge-lift height* and 'an axial 
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Applicants have identified seveial characteristics, including axial displacement, 
roughness, eclge-lift tilt, mechanical damping coeflBcient, moment of inertia, specific gravity, 
resonant frequency, first modal frequen:?y, and^ithe like, which enables fiirther advancement of the 
storage media technology. The referenoes of r^xord, alone and in combination, fail to teach or 
suggest the significance or presence of liese features. Even if the understanding of the industry 
of these, and other features, has change ! since die time of the present invention, such change 
does not effect the patentability of the present ripplication; patentability is determined at the time 
of the preseni application, not in hindsi jht ftoia the teachings of the present application or from 
the general diistres of the technology or indusby today. For example, there is no reason or 
teaching of a specific resonant frequenc y, or oi- a first modal frequency of greater than an 
operating fre<|uency, or modal frequencies) of! less than an operating frequency, and the 
Examiner fails to provide any reason why such elements would be obvious based upon the prior 
art. 

For a1 least the above reasons. Claims and 30 of the present application are non-obvious 
over Landin et aL Additionally, as dep^sndent -daims from an allowable independent claims. 
Claims 2-14, 17,18, 20, 21, 24-26, 31-^9, 42, 43, 45, 46 and 49-53 are, by definition, also 



Claims M4, 17, 18, 20, 21, 24-39, 42,i43, 45, 46, and 49-55 stand rejected under 35 
U.S.C. § 103(a), as allegedly unpatentable over U.S. Patent No* 6,433,964 to Chang. Claims 1- 
27, 30-53, 56, and 58-68 stand rejected under :i5 U.S.C, § 103(a), as allegedly unpatentable over 
the abstract of Otada et al. (JP 63-2058 17A; al*stract only). Applicants respectjRiUy traverse these 
rejections, 

Chang is directed to a method of making a high density recording medium having a non- 
magnetic mecallic layer on a flexible substrate: wherein the higji density recording medium can 
be used bs floppy disk with greater data storage edacity (Abstract). As correctiy stated in the 
0£6ce Action, this reference fails to di^:c^ose aisurfiace rou^iness of less than about 10 A as 
claimed by /applicants' in independent Claims 1 and 30. Applicants further contend that a floppy 
disk clearly would not have an axial peak displacement of less than about 500)14 or other features 
of the present claims such as the claimtid damping coefficient, edge lift, moment of inertia, 



allowable. 
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modalfrequeacies, core (geometry, size, etc.), 2tc. A floppy disk, by definition, is "floppy". It 
would not have the claimed properties ^^nd is not a proper reference against the present claims, 

Otada et al. disclose that to impit)ve su^rface smoothness so that the deformation is 
prevented at ^he time of forming an underlyingiand magnetic layer and to permit reduction in 
weight and improvement in productivity^ by coating the surface of a ceramic substrate with a heat 
resistant plasiic layer (Abstract). As correctly ^stated in the Office Action, this reference fails to 
disclose a surface roughness of less thaii about- 10 A as claimed by Applicants* in independent 
Claims 1 and 30. 

As discussed above, for an obviousness^ rejection to be proper, the Examiner must meet 
the burden of establishing a prima facU case of obviousness. Since the above cited references do 
not disclose £ill the elements of the Applicants^ claimed invention, the OfBce Action must show 
some suggestion or incentive that would have motivated a skilled artisan to modify the 
references. The above cited references do not teach or suggest many of the elements of the 
present claims, including, as admitted by the Examiner, a surface roughness of less than about 10 
A, Therefore, the Examiner has not est abhshe J a pnw?a^cie case of obviousness. As such, the 
obviousness i-ejection is improper, Fwher, with respect to the floppy disk, an artisan would not 
in any way assimie that such a disk would havei the claimed properties or in anyway believe that 
such a media could be modified to hav(! such froperties. 

It is additionally noted that a devetmina tion of obviousness cannot be based on what the 
skilled person in the art might try or find obvicius to try. Rather, the proper test requires 
determining what the prior art would huve led the skilled person to do, with a reasonable 
expectation cf success. The Examiner idmits sthat Chang and Otada et al. fail to teach 
Applicants* claimed limitations of surface rou^shness. Since the above cited reference fails to 
teach or suggest with the expectation o)' succesis, a substrate comprising, inter alia^ a surface 
roughness of less than about 10 A, the obviousiness rejection is improper. 

It is noted that the Examiner relies upon inherency to allegedly show the features of edge- 
lift height, ar.d axial displac^nent peak. The Kxaminer goes on to state that "even in the instance 
that the claimed limitations of *an edge-hft height* and *an axial displacement peak' would not 
have necessarily been present. , . it won A haveibeen obvious to one having ordinary skill in the 
art to have minimized the cause effective varisbles such as *an edge-lift height' and 'an axial 



Received from<8»137>at 6/10/03 10:54:29 AM [Ea^^^ 



06/10/2003 11:21 FAX 8602860 




CANTOR COLBURN. LLP 




@026 



08CN8803-21 

displacement peak' to values meeting applicants* claimed limitatioxis through routine 
experimentatLon. . (Paper 10, page 21 , 27) >*kdditionally, where the Examiner does not rely 
upon inh^ency he makes the general statement that "it would have been obvious. , /' without 
providing support for this position. (Pajjer 10, page 2U 27) AppUcants contend that, at the time 
the application was filed, a storage media comjprising a substrate comprising a plastic portion and 
having the parameters clainxed by Applicants, deluding the roughness, edge-lift height, and axial 
displacement peak, was not obvious. Furthermore, the references fail to teach all of the claimed 



For at least the above reasons, tlie claiiMu? of the present application are non-obvious over 
Chang and Otada ct al. Additionally, as dependent claims from an allowable independent claims, 
Claims 2-27, 31-53, and 58-68 are, by definition, also allowable. 

Claims 28, 29, 54, 55, 71 and 72 stand rejected under 35 U.S.C. § 103(a) as allegedly 
being unpatentable over U.S. Patent Nc . 5,538 J74 to Landin et al., and fiirther in view of U.S. 
Patent No. 6,156,422 to Wu et aL App licants -.respectMly traverse this rejection, 

Wu et al. teach that the linear recordinj> density can be increased by increasing the 
coercivity of the magnetic recording mudium (CoL 1, lines 31-32), The Examiner stated that it 
would have been obvious to one having; ordinsiy skill in the art to have modified the invention of 
Landin et al. by increasing the coerciviiy of th« data storage layer to values meeting applicants 
claimed limitations as taugjit by Wu et al. (Paper 10, page 13) Applicants respectfiiUy disagree. 

As is taught throughout the prei ent appihcation, areal density is a fimction of various 
properties and combinations of those properties. For example, that is why a much greater storage 
density is obiained on a compact disc versus afloppy disk. The properties are different enabling 
a different density. Wu et al. foil to remedy al ; of the above discussed deficiencies of Landin et 
al. For example, Wu et al. fail to teach or sugjiest with the expectation of success, a substrate 
comprising, mter alia, a surfece roughness of tess than about 10 A. Wu et al. further fail to teach 
or suggest any of the other claimed elements of the present application, mcluding edge hit, axial 
displacemeni, mechanical damping coefficieni^ core propaties (geometry, size> material), modal 
frequencies, and many others. Since the abovocited references do not teach or suggest each 
elMoient in AppUcants' independent clauns, th'? obviousness rejection is improper. As such, any 



limitations 
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claim depending form an allowable indspendeiat claim is by definition also allowable. 
Accordingly. Claims 28, 29, 54. 55, 71 and 72 are allowable. 

Claiir s 15, 16. 19, 22, 23,27, 40, 41,44,47. 48, and 56-70 stand rejected under 35 
U,S,C. § 103(a) as allegedly being unpi-tentabls over JP-02-096921 A (IP '921; abstract only), 
and flmher iri view of US. Patent No. f;,538,7'?4 to Landin et al. Claims 28, 29, 54, 55, 71, 
and 72 stand rejected under 35 U.S.C. 4 103(a) as aUegedly being unpatentable over JP '921, and 
further in view of U,S. Patent No. 6,15(J,422 W Wu et al. Claims 15, 16, 19, 22, 23, 40, 41, 44, 
47, 48, and 56-72 stand rejected under [iS U.S.C. § 103(a) as allegedly being unpatentable ovca: 
Chang, and fiirther in view of Landin ei al. Claims 69 and 70 stand rqected under 35 U.S.C. § 
103(a) as allegedly being unpatentable over (Jl* 63-205817A) Otada et al, and further in view of 
Landin et al Claims 28, 29, 54, 55, 7 1 and 72 are rejected under 35 U,S-C. § 103(a) as being 
unpatentable over Otada et aL, and fiirtiier in view of Wu et al. 

As discussed above each of the above tiited references, alone and in combination, fail to 
teach or suggest many of the elements of the present claims, including, as admitted by the 
Examiner, a surface rougjmess of less taan abc-ut 10 A- Moreover, absent in the cited references 
is a suggestion or incentive that would oave m'otivated the skilled artisan to modify the references 
or combine tiie references with any expectation of success. Since the above-cited references do 
not teach or 5:uggest each element in Applicants' independent claims as set forth in detail above, 
and since inherency is not properly reli^jd upori in a 35 U.S.C. §103 rqection as also set forth 
above, the obviousness rejections are iiapropejr* As such, the present claims are allowable. 

Art of Record 

The Office Action States that many ref srences deal with controlling or optimizing 
physical and mechanical properties of substratss (see Paper 10, page 32). However, the 
Examiner has not relied upon these refi^rences^to base his rqections nor has he showed how any 
of these references teach or suggest applicantsiclaimed invention. As reiterated throughout this 
response. Applicants do not deny that tie area^of storage media is a crowded art or that 
improvemen:s are desired. However, rone of the references of record teach the media claimed in 
the present application. 
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It is believed that the foregoing amendiaents and remarks fully comply with the Office 
Action and that the claims herein should now be allowable to Applicants. Accordingly, 
reconsideration and allowance is requested. 

If theie are any additional charges withirespect to this Amendment or otherwise, please 
charge them lo Deposit Account No. 01-0862 maintained by Assignee, 



Respectfully submitted. 
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